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REMARKS 



At the time of the Office Action dated August 1 8, 2003, claims 1-9 were pending and 
rejected in this application. Claims 1-7 and 9 have been amended. Applicants submit that the 
present Amendment does not generate any new matter issue. 

In the first enumerated paragraph of the Office Action, the Examiner objected to the 
drawings pursuant to 37 C.F.R. § 1.83(a), requiring depiction of the claimed "first and dummy 
terminals" recited in claim 9. Applicants note that claim 9 has been amended to depend from 
claim 3. Furthermore, the Examiner is directed to Figs. 3 A and 3B of Applicants' disclosure, 
which disclose these claimed features. Applicants, therefore, respectfully submit that the 
imposed objection to the drawings has been overcome and, hence, solicit withdrawal thereof. 

In the first enumerated paragraph of the Office Action, the Examiner also requested that 
Fig. 8 be designated as Prior Art. In response, Applicants note that in the Amendment filed May 
22, 2003, Applicants noted this very fact and submitted a drawing Amendment to designate Figs. 
8A-B as Prior Art. Accompanying this Amendment is a copy of the proposed drawing 
Amendment as submitted by Applicants on May 22, 2003. 

Claim 9 is Rejected under the First Paragraph of 35 U.S.C. S 112 
In the third enumerated paragraph of the Office Action, the Examiner asserted that claim 
9 contains subject matter which was not described in the specification in such a way as to enable 
one skilled in the art to make and/or use the invention. In particular, the Examiner asserted that 
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the specification does not provide any teachings that "the thicknesses of the chip-mounting 
member, including the first and dummy terminals, where the bumps are connected to the first 
terminals, are substantially equal," as recited in claim 9. This rejection is respectfully traversed. 

Applicants note that this is the same limitation that the Examiner referred to in the 
objection to the drawings. As such, Applicants respond by again directing the Examiner to Figs. 
3 A and 3B and page 18, lines 1 1-19 of Applicants 1 disclosure where such claim limitations are 
disclosed. Applicants, therefore, respectfully submit that the imposed rejection to claim 9 under 
the first paragraph of 35 U.S.C. § 1 12 has been overcome and, hence, solicit withdrawal thereof. 

Claims 4-7 and 9 are Rejected under the Second paragraph of 35 U.S.C. S 112 

In the fifth enumerated paragraph of the Office Action, the Examiner asserted that that 
the phrase "the first terminals having a height that is different from the height of other first 
terminal" renders the claimed invention indefinite. This rejection is respectfully traversed. 

Claim 4 has been amended to clarify the limitations recited therein. Specifically, claim 4 
recites that the height of the second terminal (i.e., the fourth height) is higher than the height of 
the first terminal (i.e., the second height). Therefore, Applicants' position is that one having 
ordinary skill in the art would have no difficulty understanding the scope of claim 4, as amended, 
particularly when reasonably interpreted in light of the written description of the specification. 
Thus, the imposed rejection of claims 4-7 and 9 under the second paragraph of 35 U.S.C. § 1 12 
has been overcome and, hence, Applicants respectfully solicit withdrawal thereof. 
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Claims 1-3 and 8 are Rejected Under 35 U.S.C. 8 102 as being Anticipated by 
Term, U.S. Patent No. 6.225.694 

In the seventh enumerated paragraph of the Office Action, the Examiner asserted that 
Terui discloses a semiconductor device corresponding to that claimed. This rejection is 
respectfully traversed. 

Initially, Applicants note that independent claims 1 and 2 have been amended. 
Specifically, claim 1 recites that the areas of the second terminals correspond to at least all of the 
areas of the first terminals, and claim 2 recites that each of the second terminals is in an area not 
corresponding to areas of the first terminals. These limitations are illustrated, for example, 
respectively in Figs. 1 and 2 of the disclosure. 

With regard to the Examiner's reliance on Fig. 1 of Terui to disclose the relative locations 
of pads 2, 6 on the opposite sides of the substrate, the Examiner is referred to M.P.E.P. § 2125, 
which states "PROPORTION OF FEATURES IN A DRAWING ARE NOT EVIDENCE OF 
ACTUAL PROPORTIONS WHEN DRAWINGS ARE NOT TO SCALE" (capitalization in 
original). As Terui fails to state that the drawings are to scale, "it is well established that patent 
drawings do not define the precise proportions of the elements and may not be relied on to show 
particular sizes if the specification is completely silent on the issue." 1 Terui is completely silent as 
to the relative locations of pads 2, 6 on the two opposite sides of the substrate. Therefore, the 
Examiner cannot assert that Terui discloses the claimed positional relationships between the pads, 
as recited in claims 1 and 2, based solely on Fig. 1 of Terui. 
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Notwithstanding whether or not Fig. 1 of Terui alone can be properly relied upon to 
disclose relative positions of the claimed first and second terminals, Fig. 1 of Terui fails to 
identically disclose the claimed limitations recited in independent claims 1 and 2. Claim 1 
recites that the areas of the second terminals correspond to at least all of the areas of the first 
terminals. This limitation, however, is not disclosed by Fig. 1 of Terui, since certain of the pads 
6 are located in areas that do not correspond to where the pads 2 are located. 

Claim 2 recites that each of the second terminals is in an area not corresponding to areas 
of the first terminals. This limitation is also not disclosed by Fig. 1 of Terui, which shows pads 6 
located in areas that correspond to where the pads 2 are located. Thus, Terui fails to identically 
disclose the claimed invention, as recited in claims 1 and 2, within the meaning of 35 U.S.C. § 
102. 

As to claim 3, the Examiner referred to feature 6 in Terui as disclosing the claimed dummy 
terminals. In response, Applicants note that feature 6 in Terui is disclosed as a pad, which is 
connected to bumps 1 8. As the pad 6 would not be recognized as a dummy terminal by one of 
ordinary skill in the art, Applicants respectfully submit that claim 3 further distinguishes the claimed 
invention over Terui. Applicants, therefore, respectfully submit that the imposed rejection of claims 
1-3 and 8 under 35 U.S.C. § 102 for lack of novelty as evidenced by Terui is not factually viable 
and, hence, solicit withdrawal thereof. 



' See, Hockerson-Halberstadt. Inc. v. Avia Group Int'l. 222 F.3d 951, 55 USPQ2d 1487 (Fed. Cir. 2000). 

0 
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Claims 4 and 6-7 are Rejected Under 35 U.S.C. § 102 as being Anticipated by 
Applicants' Admitted Prior Art (hereinafter the Admitted Prior Art) 

In the eighth enumerated paragraph of the Office Action, the Examiner asserted that the 
Admitted Prior Art discloses a semiconductor device corresponding to that claimed. This 
rejection is respectfully traversed. 

Applicants note that independent claim 4 has been amended. In particular, claim 4 recites 
that the first and second bumps have different heights and that the first and second terminals 
have different heights. Furthermore, claim 4 recites that the difference between the heights of 
the first and second bumps is equivalent to the difference between the heights of the first and 
second terminals. Claim 4 has also been amended to recite that when the first and second bumps 
are not in contact with the first and second terminals (i.e., prior to assembly), the difference 
between the first height and the second height is equivalent to the difference between the third 
height and the fourth height. In contrast, referring to Figs. 8A and 8B of the Admitted Prior Art, 
the height of the bumps 4 are the same whereas there is a difference in height of the terminals 8a, 
9a. Thus, the difference between the first height and the second height is not equivalent to the 
difference between the third height and the fourth height in the Admitted Prior Art. Therefore, 
the Admitted Prior Art fails to identically disclose the claimed invention, as recited in claim 4, 
within the meaning of 35 U.S.C. § 102, and Applicants respectfully solicit withdrawal of the 
imposed rejection of claims 4 and 6-7 under 35 U.S.C. § 102 for anticipation based upon the 
Admitted Prior Art. 
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Claim 5 is Reje cted under 35 U.S.C. 8 1 03 for Obviousness based upon the 
Admitted Prior Art 

In the tenth enumerated paragraph of the Office Action, the Examiner concluded that one 
having ordinary skill in the art would have been motivated to modify the semiconductor device of 
the Admitted Prior Art to arrive at the claimed invention. This rejection is respectfully traversed. 

Claim 5 depends ultimately from independent claim 4, and Applicants incorporate herein 
the arguments previously advanced in traversing the imposed rejection of claim 4 under 35 U.S.C. § 
102 for lack of novelty as evidenced by the Admitted Prior Art. The Examiner has failed to supply 
a secondary reference or rationale to establish that one having ordinary skill in the art would have 
been motivated to supply the missing limitation. Applicants respectfully submit that one having 
ordinary skill in the art would not have arrived at the claimed invention, as recited in claim 5. 
Applicants, therefore, respectfully submit that the imposed rejection of claim 5 under 35 U.S.C. 
§ 103 for obviousness based the Admitted Prior Art is not viable and, hence, solicit withdrawal 
thereof. 

Claim 9 is Reje cted under 35 U.S.C. S 103 for Obviousness based upon the 
Admitted Prior Art in view of Terui 

In the eleventh enumerated paragraph of the Office Action, the Examiner concluded that 
one having ordinary skill in the art would have been motivated to modify the semiconductor device 
of the Admitted Prior Art in view of Terui to arrive at the claimed invention. This rejection is 
respectfully traversed. 
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Claim 9 recites dummy terminals and neither the Admitted Prior Art nor Terui teach or 
suggest the use of dummy terminals. Therefore, even if these references were combined in the 
manner suggested by the Examiner, the claimed invention would not result. Applicants, therefore, 
respectfully submit that the imposed rejection of claim 9 under 35 U.S.C. § 103 for obviousness 
based the Admitted Prior Art in view of Terui is not viable and, hence, solicit withdrawal 
thereof. 

Applicants have made every effort to present claims which distinguish over the prior art, 
and it is believed that all claims are in condition for allowance. However, Applicants invite the 
Examiner to call the undersigned if it is believed that a telephonic interview would expedite the 
prosecution of the application to an allowance. Accordingly, and in view of the foregoing 
remarks, Applicants hereby respectfully request reconsideration and prompt allowance of the 
pending claims. 

To the extent necessary, a petition for an extension of time under 37 C.F.R. § 1 .136 is 
hereby made. Please charge any shortage in fees due in connection with the filing of this paper, 
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including extension of time fees, to Deposit Account 500417, and please credit any excess fees to 
such deposit account. 



600 13 th Street, N.W. 
Washington, DC 20005-3096 
(202) 756-8000 SDP/AJS:kap 
Date: November 18, 2003 
Facsimile: (202) 756-8087 



Respectfully submitted, 




& EMERY 



Scott D. Paul 
Registration No. 42,984 
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